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DETAILED ACTION 

Continued Examination Under 37 CFR 1.114 

1 . A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1.17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1 .17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 8/7/08 
has been entered. 

Response to Amendment 

2. Amendment filed with said RCE forms the basis for this Office Action. In said 
Amendment applicant substantially amended all claims, including elected claims 11, 13, 
14, 30 and added new claim 32. 

Specification 

3. The amendment filed 8/7/08 is objected to under 35 U.S.C. 132(a) because it 
introduces new matter into the disclosure. 35 U.S.C. 132(a) states that no amendment 
shall introduce new matter into the disclosure of the invention. The added material 
which is not supported by the original disclosure is as follows: the insertion of the 
comma changes the meaning of the original text of [0024] in that substantially is 
changed from adverb of "without varying" to adverb of "inserted".. 

Applicant is required to cancel the new matter in the reply to this Office Action. 
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Response to Arguments 

4. Applicant's arguments filed 8/7/08 have been fully considered but they are not 
persuasive. 

As a preliminary comment, applicant's request for supervisory review is 
misplaced, because, as any professional patent agent knows, supervisory review can 
be requested (a) at any time only for non-primary examiners, but not for primary 
examiners, however (b) said review is automatic with the filing of an Appeal, and, 
leaving aside petitionable matters, which do not appear to be relevant at the present 
time, it appears that applicant made an error filing a request for continued examination. 
Examiner cannot undo this error, and has to proceed with an action on the merits. 

Returning to the substance of the traverse: as repeatedly indicated, the claim 
language is replete with functional language, making multiple sets of identifications of 
parts that meet the claim language, and poly-interpretability, almost unavoidable. 
Examiner, being confronted with such claim language, has many more parts in the 
structure than positively recited elements in the claim, for which he takes no 
responsibility at all. 

With regard to the traverse of the rejection under 35 USC 112, first and second 
paragraph, arguments are persuasive. However, per new amendment the elongated 
tubular member of said apparatus body is "sized to be suspended and substantially 
inserted into the jet pump", in other words: sized in relation to a jet pump, while no jet 
pump has been positively recited. The question is thus raised whether the claim is 
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directed to an apparatus as claimed, or to a combination including apparatus. This is a 
direct result of applicant's insistence on functional language, starting right in the 
beginning with the preamble. The reason why "jet pump" is not positively recited is that 

the limitation "for performing an operation " (lines 1-4) is functional language. 

With regard to the traverse of the rejections under 35 USC 103(a), while 
examiner regrets the reference to guide rod 136 on line 2 of page 4 as a remnant of a 
previous identification, and in what is an identification of the apparatus body, the 
identification of 'guide rod' where said identification is actually made and can be 
expected is clearly 'insertion subassembly' 144 with 'positioning tube portion'. 
Applicant's traverse based on the lack of attachment to an end portion of the apparatus 
body is entirely after the fact, per current amendment, line 9 of claim 1 . By said 
amendment the rejections over Paillaman et al have been overcome. Further 
consideration and search yielded the rejections included in the present office action. 

Claim Rejections - 35 USC §112 

5. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

6. Claims 11, 13, 14, 30 and 32 are rejected under 35 U.S.C. 1 1 2, second 
paragraph, as being indefinite for failing to particularly point out and distinctly claim the 
subject matter which applicant regards as the invention. In particular, according to 
preamble, the claim is drawn to a subcombination, i.e., the claimed apparatus (100 in 
the Specification) while structural limitations of components of said apparatus sub- 
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combination are claimed such as to depend on members of a combination including a 
jet pump and its side opening. Therefore, the preamble is directed to a different 
invention than the bulk of the claim, which renders the claim indefinite. The components 
of said apparatus as claimed have properties, such as size and structure that clearly 
depend on a jet pump, its size, and the size of a side opening therein, as is evidenced 
for example by the limitations on apparatus body having elongated tubular member 
"sized to be suspended and substantially inserted into the jet pump" (lines 5-6 of claim 
1 ), and the "inclined guide rod " "being structured to facilitate entry of the guide rod into 
the tapered surface of the jet pump side opening" (lines 1 0-1 2 of claim 1 ). Therefore, 
the structural properties of components of the apparatus depend on properties of a jet 
pump and its side opening not even positively recited in the claim, which renders the 
limitations for said properties indefinite . 

Claim Rejections - 35 USC § 102 

7. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

8. Claims 11, 13, 14 and 30 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Levesque et al (US 6,076,407) (made of record in IDS filed 3/1/06). 



Application/Control Number: 10/767,397 Page 6 

Art Unit: 3663 

N.B.: The rejection is provided subject to the noted indefiniteness under 35 USC 
112, second paragraph, as detailed above, to the best understanding of examiner, 
whereby examiner assumes that the preamble correctly indicates that the invention is 
drawn to the sub-combination, i.e., the apparatus. 

N.B.: Examiner, once again, notes that the claims are replete with functional 
language, statements that recite that an element is "for performing" a certain function or 
being structured to facilitate. Said recitation is not a positive limitation but only requires 
the ability to perform, or facilitate, given the structure, i.e., it does not constitute a 
limitation in any patentable sense (see In re Hutchison, 69 USPQ 138). 

Levesque et al teach an apparatus capable of performing an operation inside a 
vessel of a nuclear reactor that includes a jet pump with an inlet mixer, a nozzle, and a 
side opening with a tapered surface, the side opening being positioned between the 
inlet mixer and the nozzle If only because no size relation between opening and 
apparatus or any of its components is specified), the apparatus comprising: 

an apparatus body 12/13 (incl. 20) ('probe head' 12; col. 3, 1. 14+ with element 
13) having an elongated tubular member (elongated housing' with a single diameter; 
col. 3, 1. 15 and col. 6, 1. 20) 13; whether said apparatus body is sized to be suspended 
and substantially inserted as claimed depends on dimensions of a jet pump not 
positively recited in the claim and hence constitutes functional language; 

a tool (any of the sensor assemblies 32 (col. 4, 1. 56+) capable of performing an 
operation within an interior of a jet pump, given that the dimensions of the particular jet 
pump are adequately large; and 
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a guide rod 20 ('flexible joints': col. 5, 1. 34+) or 20/16 ( 16 being any of or all of 
the 'guide arms'; col. 3, 1. 14-16) attached to an end (i.e., lower) portion of the apparatus 
body, having an incline (col. 3, 1. 53-62) at a predetermined angle (angle can be set: 
loc.cit.), the inclined guide rod being structured to facilitate entry of the guide rod into 
any tapered surface of any jet pump side opening, given adequately large dimension of 
said tapered side opening, 

wherein, after the guide rod is inserted into any side opening the apparatus body 
is capable of being lowered so that both apparatus body and guide rod are substantially 
inserted into a jet pump having such side opening given sufficiently large dimensions of 
the same, and to enable the tool to perform the operation (see Figure 3 and see col. 5, 1. 
28-58). 

In summary on functional language: the following limitations are merely functional 
and thus have only patentable weight in as much as the capability to perform the 
function is met: 

(a) 'for performing an operation the nozzle' (see lines 1-4 of claim 1); 

(b) sized to be suspended.. ..into the jet pump' (lines 5-6 of claim 1); 

(c) for performing the operation.... jet pump' (lines 7-8 of claim 1); 

(d) being structured to facilitate entry of the guide rod.... side opening' (lines 11- 
12 of claim 1); 

(e) wherein, after the guide rod. ...to perform the operation' (lines 13-15 of claim 

1)- 

Functional language is indicated from beginning to end of quote. 
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On claim 13: the guide rod is structured to be freely and movable supported at 
the end portion of the apparatus body by virtue of the guide rod 20 being flexible (col. 3, 
I. 53-62) and hence is capable of being inclined at the predetermined angle with respect 
to the vertical axis due to the gravitational force. The limitation, once again, is one of 
functional language, while the capability is clearly met for the reason outlined here. 

On claim 14: the limitation is met due to the flexibility of the guide rod, implying a 
capability to return to predetermined angle setting with respect to the body, given to 
external force acting on it. 

On claim 30: the guide rod is structured to be adaptively varied by a moveable 
support so that an orientation of the guide rod corresponds to an interior surface of a jet 
pump as the guide rod is inserted into said jet pump, given adequate dimensions of a jet 
pump and a side opening thereof, Because said guide rod is so structured with regard 
to a pipe, while, given no information of the relative openings of pipe and jet pump there 
is full equivalence between adaptation to one over the other. Again, the limitation is one 
of functional language, whereas the capability to perform the indicated function is 
possible for the claimed sub-combination, given adequate dimensions for other 
components in a combination. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to JOHANNES P. MONDT whose telephone number is 
(571)272-1919. The examiner can normally be reached on 7:30 - 17:00. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jack W. Keith can be reached on 571-272-6878. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/Johannes P Mondt/ 

Primary Examiner, Art Unit 3663 



